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AppL No. 09/530,233 

Amdt* Dated April 18, 2003 

Reply to Offic Action of October 22, 2002 

REMARKS /ARGUMENTS 

The October 22, 2002 Office Action has rejected all 

pending claims under 35 U.S. C. § 101, § 112 and § 102, In 
light of the amendments above and the arguments below, 
Applicants respectfully request reconsideration. 

§ 101 Raj ection 

The Examiner has rejected all pending claims pursuant to 
35 USC § 101. The Applicant respectfully traverses. The 
invention described in this application relates to the 
"discovery" of a "new and useful composition of matter/' which 
in this case is an isolated proton-gated ion channel. While 
this channel is found in nature, to the knowledge of the 
inventors it was not disclosed by anyone prior to the date of 
the priority application that relates to the present 
application. The utility of such a channel resides in, among 
other applications, its use in a assay to screen for ligands. 
Applicants have amended claim 16 to emphasize that the proton- 
gated cation channel is "isolated. " Consequently, the ion 
channel that is the subject of this application does in fact 
meet the requirements of 35 U.S.C. § 101. 

§ 112 Rejections 

The Examiner has also rejected all pending claims 

pursuant to 35 U.S.C. § 112, first and second paragraphs. The 
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Appl. No. 09/530,233 

Amdt, Dated April 18, 2003 

Reply to Office Action of October 22, 2002 

Applicant has corrected the apparent difficulty by specifying 
that the amino sequence is that of SEQ ID NO:2 rather than SEQ 
ID N0:1.. As the Examiner has indicated, SEQ ID NO:l relates 
to a nucleic acid sequence rather than an amino acid sequence. 

§102 Rejection 

Applicants note that they have amended claim 16 to remove 
the ^variant of that sequence having at least 85% identity 
therewith." 

The Examiner has further rejected pending claims 16-21 
pursuant to 35 U.S.C. § 102(a) as being anticipated by Waldman 
( j. Biol- Chem , , 1997) - Applicants note that they have 
supplied the Declaration of Kazimierz Babinski and Philippe 
Seguela to provide the Examiner with some information 
concerning the Waldman reference and the Lewis , et al. 
reference (discussed below) , 

In their Declaration, the inventors explain that Waldman 
describes the cloning in COS colls of a novel proton-gated Na 1 
channel subunit expressed in Dorsal Rat Ganglia (DRG) and 
identified as DRASIC (Rat Dorsal Root Ganglion Acid Sensitive 
Ion Channel) . As the inventors disclose in the attached 
Declaration, while there are apparent similarities between 
DRASIC and the proton-gated ion channel that is the subject of 
the present application, it should be noted that there are 
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Reply to Office Action of October 22, 2002 

fundamental differences between them as well. As indicated at 
page 3 of the specification, hASIC3 is not the ortholog of rat 
DRASIC, and evidence for this is presented below this 
statement in the specification. 

Based on this information, the inventors assert that what 
they have discovered is a novel proton-gated ion channel that 
has no counterpart in other species. Consequently, it is 
respectfully submitted that the Waldman reference does not 
anticipate the present claims. 

The Examiner has additionally rejected all pending claims 
pursuant to 35 0.S,C. § 102(e) as being anticipated by 
DeWeille, et al. (OS Patent No. 6, 287,359, hereinafter w the 
^859 Patent") - In this regard, the Applicant wishes to assert 
its priority over the subject matter that is described in this 
application. Applicants' application is based on Canadian 
Patent Application No. 2,219,713 which was filed on October 
29, 1997 (now abandoned) - (Applicants have enclosed a copy of 
this priority document,) The priority date that is 
established by this first application pre-dates the priority 
dates that are indicated in the '859 Patent. (The earliest 
date that would appear to be relevant in respect of the '8 59 
Patent is February 11, 1998.) Applicants note that a nucleic 
acid molecule of the present invention is disclosed which 
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Reply to Office Action of October 22, 2002 

would ^encode a peptide consisting essentially of the amino 
acid sequence depicted in Figs. 1A and IB.'' (Page 2, lines 
14-15) 

Finally, the Examiner has rejected all pending claims 
pursuant to 35 U.S.C. § 102(a) as being anticipated by Lewis, 
et al . (Nature, 1995) . As was the case with the Waldman 
reference (discussed above) , the Lewis reference relates to 
the identification and characterization of a novel 
heteropolymeric P2X channel comprised of P2X 2 and P2X 3 subunits 
and present in rat dorsal root ganglia (DRG) . Despite the 
similarities between the ion channel described in the Lewis 
reference and that which is the subject of the present 
application, the Applicant wishes to assert that they are two 
distinct gene families. Applicants further characterize the 
difference in their Declaration. For these reasons, the 
Applicant respectfully submits that the Lewis reference does 
not anticipate the present invention. 

In view of the amendments to the claims and the present 
response, the Applicant believes that it has addressed all of 
the Examiner's objections in relation to this application. 
Favorable reconsideration is therefore earnestly requested. 
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Reply to Office Action of October 22, 2002 

A Petition and Fee for Three Months Extension of Time is 

enclosed. If further fees are necessary, please charge 

Deposit Account 17-0055. 

Respectfully submitted, 
Philippe Seguela, et al . 

By: CVa^^- - 
JeanAc . Baker 
Quaties & Brady LLP 
Reg^No. 35,433 
Attorney for Applicant 
411 East Wisconsin Avenue 
Milwaukee, WI 53202-4497 
414/277-5709 



5398635,1 
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Quarks ^Brudy up 



41 1 East Wisconsin Avenue Attorneys at Law In 

Suite 2040 Milwaukee and Madison Wisconsin 

^7^ i8COnSin ^O 2 " 4497 NaplesandBocaRaton'Ftori^ 
2« a«E?L» Phoenix and T "«on. Arizona 
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Facsimile Transmission Form 



Date: August 20, 2003 



To: 


Fax No. 


Phone No. 


Name 








Company/Firm 
City, State Zip 
Country 


U.S. Patent and Trademark Office 

Alexandria, VA 

USA 












From: 


Terri S. Flynn 


414.978.8980 


414.277.5229 


Re: 


™L S ™ ^09/530,233 - DNA ENCODING A HUMAN PROTON GATED ION CHANNEL AND USES 
THEREOF-Philippe Seguela, et a|. 



Message: DearRenee: 



Pursuant to our telephone conversation, attached please find: 

(1) Our response dated April 18, 2003; 

(2) Postcard receipt for response dated April 23, 2003; 

(3) Request for Reconsideration dated July 2, 2003; and 

(4) Postcard receipt dated July 8, 2003. 

Thanks for your assistance. I can be reached at 414-277-5229 if you have any questions or comments. 

Sincerely, 



Terri S. Flvnn 



If you have problems receiving this facsimile, please call us immediately at: 

414.277.5595, except after 5:30 pm Central time, call 414.277.5404 

Job Code: r?#~74Q ' 



No. of Pages (Including Cover): 44 



Client - Matter No.: 64105Q.9Q021 



Time Keeper; TFLYNN 



Recipient: 



Return To: 



Requestor Name: 



Phone No. 



IMPORTANT: THIS MESSAGE IS INTENDED ONLY FOR THE USE OF THE INDIVIDUAL OR ENTITY TO WHICH IT l<! AnnoPQcrn amp. .„v ™^ ' 

PRIVILEGED AND/OR CONFIDENTIAL. IF THE READER OF THIS MESSAGE IS NOT ^THE ^INTENDED RFr JlP^ hp tI S | D C udP^I C0NTAIN INTORMA TlON THAT IS 
DELIVERING THE MESSAGE TO THE INTENDED RECIPIENT YOU ARE HEREBY NOTIHEb T^ 0R AGENT RESPONSIBLE FOR 

COMMUNICATION IS STRICTLY PROHIBITED. IF YOU HAV RECEIVED ^TH^S SunSnTerSoR PlSS^ .'SPSSE? W C0PYING 0F TH,S 
RETURN THE ORIGINAL MESSAGE TO US AT THE ABOVE ADDRESS VIA RE6UWR POSTAL SERWCE THANK YOU IMMEDIATELY BY TELEPHONE AND 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

The following documents have been received: 

Request for Reconsideration of Holding of Abandonment; copy 
Response to Office Action; copy of signed certificate of mailii 
copy of postcard. 



Applicants: 
Serial No.: 
Filed: 
For: 



Group Art Unit: 
Examiner 



Philippe Seguela, $t al, 
09/530,233 
April 26, 2000 

DNA ENCODING A HUMAN PRO' 
GATED ION CHANNEL AND USES 
THEREOF 
1646 
Pak 




7/2/2003 



TFLYNN/are 



641050.90021 
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I hereby certify that this correspondence is being deposited with the United States Postal Services 
on the date set forth below as First Class Mail in an envelope addressed to: Commissioner for Patents, 

P.CX Box 1450, Alexandria, VA 223134450. ^ 

Date of Signature v^ -w^ 

and Deposit: July 2, 2003 (^^^ ^ 

Terri S. Flynn, Reg. No. 41,756 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicants: Philippe Seguela, et al. 

Appl. No.: 09/530,233 

Filed: April 26, 2000 

Title: DNA ENCODING A HUMAN PROTON-GATED ION CHANNEL 

AND USES THEREOF 

TC/A.U.: 1646 

Examiner M. Pak 

Docket No.: 641050.90021 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



REQUEST FOR RECONSIDERATION OF HOLDING OF ABANDONMENT 



Sir: 

In response to the notice of abandonment issued in the above-referenced case on June 
30, 2003, the Applicants respectfully request reconsideration of the status of the application. 
The notice of abandonment cites failure to respond to the outstanding office action of October 
22, 2002, and further notes that no reply has been received. 

A reply to the outstanding office action was mailed on April 18, 2003, and was 
received at the United States Patent and Trademark Office mail room on April 23, 2003. A 
copy of the reply, as filed, which includes a signed certificate of mailing under 37 C.F.R, 
Section 1 .08 dated April 18, 2003, is enclosed herewith. Also enclosed is a copy of a 
postcard receipt stamped to indicate receipt of the reply on April 23, 2003. A petition for an 
extension of three months, along with authorization to charge the extension fee to deposit 
account 1 7-0055, was included with the reply. 

-1- 
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As a reply was timely filed in response to the October 22, 2003 action, and this reply 
was received at the United States Patent and Trademark Office, the Applicants respectfully 
request that the abandonment of the above-referenced patent application be rescinded. 

No fees are believed necessary to enter this request. However, if fees are necessary , 
please charge Deposit Account 1 7-0055. 

Respectfully submitted, 
Philippe Seguela, et aL 



Tern S. Flynn 
Quarles & Brady LLP 
Reg. No. 41,756 
Attorney for Applicant 
411 East Wisconsin Avenue 
Milwaukee, WI 53202-4497 
414/277-5229 



M3S694_I.DOC 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

The following documents have-been received: 

Fee Transmittal sheet Petition and Fee for Three Months Extension of 
Time; Amendment; Declaration of Philippe Seguela and Kazimierz 
Babinski; and Certificate of Canadian Patent. 

Authorization to charge Deposit Account 17-0055 

(Fee DescLT hree Month Extension Fee ( 22*3) Amount: $465.00 

Philippe Seguela.etal. 
09/530,233 
April 26. 2000 

DNA ENCODING A HUMAN PROTON- 
GATED ION CHANNEL AND USES 
THEREOF 
1646 
M. Pak 




Group 
Examiner 

4/18/2003 



JCB/are 



641050.90021 



V 



